Appl. No. 10/684,235 

Response to Office Action of March 22, 2004 

REMARKS 

This Response is submitted in reply to the Office Action dated March 22, 2004. 
Claims 5 and 7 have been amended for clarity purposes. No new matter has been 
added by these amendments. A Petition for a One-Month Extension of Time to respond 
to the Office Action is submitted herewith. A Terminal Disclaimer is submitted herewith. 
A check in the amount of $220.00 is submitted herewith to cover the cost of the one- 
month extension of time and the Terminal Disclaimer. Please charge Deposit Account 
No. 02-1818 for any insufficiency of payment. 

Claims 1 to 24 were rejected under 35 U.S.C. § 102(e) as being anticipated by 
Bennett WO 00/32286 or unpatentable under 35 U.S.C. § 103(a) in view of Bennett. 
Claims 1 to 24 were rejected under U.S. Patent No. 6,270,41 1 to Gura under 35 U.S.C. 
§1 03(a). 

Applicants respectfully submit that Bennett and Gura are not prior art of the 
present application. 

The effective date for Gura is the filing date of Gura which is September 10, 

1999. 

The effective date for Bennett is the international filing date of November 26, 
1999. 37 C.F.R § 1.131 provides that "the effective date of a[n] . . . international 
application publication ... is the earlier of its publication date or date that it is effective 
as a reference under 35 U.S.C. § 102(e)." The American Inventors Protection Act of 
1999 (AIPA) amended § 102(e) to its present language. However, that Act excepts 
"potential referencefs] . . based on an international application" filed before November 
29, 2000 (see MPEP §2136.35). The filing date for Bennett is November 26, 1999. 
Thus, the previous version of § 102(e) must be used to determine the effective date of 
Bennett. The older version of § 102(e) is as follows: 

A person shall be entitled to a patent unless-(e) the invention was described in a 
patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), 
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and (4) of section 371(c) of this title before the invention thereof by the applicant 
for patent. 

The relevant provisions of § 371(c) are as follows: 

(c) The applicant shall file in the Patent and Trademark Office — 

(1 ) the national fee provided in section 41 (a) of this title; 

(2) a copy of the international application, unless not required under subsection 
(a) of this section or already communicated by the International Bureau, and a 
translation into the English language of the international application, if it was filed 
in another language; [and] 

(4) an oath or declaration of the inventor (or other person authorized under 
chapter 1 1 of this title) complying with the requirements of section 1 1 5 of this title 
and with regulations prescribed for oaths or declarations of applicants. 

The Bennett international application must have been nationalized in the U.S. for the 
foreign priority date of November 26, 1998 to be its effective date under § 102(e). 
Applicants submit that the Bennett international application does not appear to have 
been nationalized in the United States pursuant to § 371(c). Therefore, Bennett's 
effective date is its international publication date of June 8, 2000. 

The Affidavit of Anthony J. Baerlocher under 35 U.S.C. § 1.131 is hereby 
submitted. This Affidavit establishes that prior to the effective dates of both Bennett and 
Gura, the Applicants conceived and reduced to practice the claimed invention. The 
Affidavit of Mr. Baerlocher establishes that the claimed invention was conceived at least 
as early as June 1 , 1999 and reduced to practice at least as early as August 16, 1999. 
Exhibit A of the Affidavit includes a game design template for the "Elephant King" game 
(which is one commercial game employing the claimed invention) that shows that the 
claimed invention was conceived at least as early as June 1, 1999. Exhibit B of the 
Affidavit includes three screen shots of the "Elephant King" game. Exhibit C of the 
Affidavit is IGT's computer file listing which shows that the three screen shots of the 
"Elephant King" game were reduced to practice at least as early as August 16, 1999. 
Accordingly, the above documents provide evidence that the claimed invention was 
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conceived and reduced to practice before August 16, 2004 as explained in and for the 
reasons set forth in the Affidavit. 

For at least these reasons, Applicants respectfully submit that Bennett and Gura 
are not prior art of the present invention under 35 U.S.C. § 102(e) or §1 03(a) and 
Claims 1 to 24 are in condition for allowance. 

An earnest endeavor has been made to place this application in condition for 
formal allowance and in the absence of more pertinent art such action is courteously 
solicited. If the Examiner has any questions regarding this Response, Applicants 
respectfully request that the Examiner contact the undersigned. 

Respectfully submitted, 
BELL, BOYD & LLOYD LLC 

Adam H. Masia 

Reg. No. 35,602 

P.O. Box 1135 

Chicago, Illinois 60690-1135 

Phone: (312) 807-4284 

Dated: July 19. 2004 
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